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DETAILED ACTION 

. 1 . This office action is in response to communication filed on 03/24/2004. 

2. Claims 1-28 are presented for examination. 

Claim Rejections - 35 USC S 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtains patent therefor, 
subject to the conditions and requirements of this title. 

3. Claim 1 is rejected under 35 U.S.C. 101, because the claimed invention is 
directed to non-statutory subject matter. 35 U.S.C 101 requires that in order to be 
patentable the invention must be a "new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof (emphasis added). 
The applicants claims mentioned above are intended to embrace or overlap two 
different statutory classes of invention as set forth in 35 U.S.C 101. The claims begin 
by discussing a system (ex. claim 1: system for providing on-line advertising), but 
subsequently the claims then deal with the specifics of a method (the step of including a 
hyperlink reference to the advertisement) by the advertising creative interface (see 
rejection of claims under 35 U.S.C 112, second paragraph below, for specific details 
regarding this issue). "A claim of this type is precluded by the express language of 35 

♦ 

U.S.C 101 which is drafted so as to set forth the statutory classes of invention in the 
alternative only", Ex parte Lvell (1 7 USPQ2d 1 548). 

Claim Rejections - 35 USC 3 1 12 

4. The second paragraph of 35 U.S.C. 1 12 is directed to requirements for the 
claims: 
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The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter, which the applicant regards as his invention. 
There are two separate requirements set forth in this paragraph: 

(A) the claims must set forth the subject matter that applicants regard as their 
invention; and 

(B) the claims must particularly point out and distinctly define the metes and 
bounds of the subject matter that will be protected by the patent grant. 

5. Claim 1 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 is not sufficiently precise due to the combining of two separate statutory 
classes of invention in a single claim. The claims begin by discussing a system (ex. 
claim 1: system for providing on-line advertising), but subsequently the claims then deal 
with the specifics of a method (the step of including a hyperlink reference to the 
advertisement) by the advertising creative interface. The claim is interpreted as a 
system claim and the limitation "and including a hyperlink reference to the 
advertisement," is not given weight in this claim. Appropriate clarification is required. 

6. Claims 13 and 26 are rejected under 35 U.S.C. § 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is unclear what the Applicant means by the 
limitation wherein the stored data comprises at least one of persistently-stored data. It 
is interpreted to mean stored data. Appropriate clarification is required. 

Claim Rejections - 35 USC S 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

7. Claims 1, 6-10, 12-14, 19-23, and 25-28, are rejected under U.S.C. 103(a) as 
being unpatentable over Wagner et al. (Patent Number 7,062,466 hereinafter Wagner) 
in view of the Internet Archives print out of the Yahoo! Classifieds webpage from 
January 26, 2004 (hereinafter Yahoo). 

In reference to claims 1 , 14, 27, and 28, Wagner teaches a method, system, a 
computer-readable storage medium, and apparatus for providing on-line advertising, 
comprising: presenting an interface guiding on-line advertising creation (Figure 8), 
comprising: creating an advertisement from at least one of user inputs and stored data 
and comprising information describing at least one item (col. 5 lines 54 to col. 6 lines 12, 
and Figure 3); and generating an advertising creative in association with the 
advertisement (col. 5 lines 54 to col. 6 lines 12, and Figure 3); and hosting the 
advertisement on-line as a Web page and placing the advertising creative on one or 
more targeted Web pages (col. 5 lines 54 to col. 6 lines 12, and Figure 3). 

Wagner does not specifically teach including a hyperlink reference to the 
advertisement. Yahoo teaches including a hyperlink reference to the advertisement 
(see under heading of Featured Listings). It would have been obvious to a person of 
ordinary skill in the art at the time of the applicant's invention to modify Wagner to 
include a hyperlink reference to the advertisement to enable the presentation of detailed 
advertisement information for a product on the page directed to by the hyperlink. 
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8. In reference to claims 6 and 19, Wagner teaches a method and system, further 
comprising: including at least part of the information in the advertising creative (col. 5 
lines 54 to col. 6 lines 25, and Figure 3). 

9. In reference to claims 7 and 20, Wagner teaches a method and system further 
comprising: an advertising creative generator to automatically generate the advertising 
creative from the information (col. 6 lines 57 to col. 7 lines 9, col. 8 lines 50-56, and 
Figures 4 and 9). 

10. In reference to claims 8 and 21 , Wagner teaches a method and a system further 
comprising: determining an advertising budget specifying compensation associated with 
the advertising creative (col. 6 lines 38 to col. 7 lines 9, col. 7 lines 66 to col. 8 lines 18, 
and Figures 3-5). 

11. In reference to claims 9 and 22, Wagner teaches a method and system, wherein 
the advertising budget includes a budgeted compensation amount per unit of time (col. 
6 lines 38 to col. 7 lines 9, col. 7 lines 66 to col. 8 lines 18, and Figures 3-5). 

12. In reference to claims 10 and 23, Wagner teaches a method and system, further 
comprising: collecting compensation for on-line publication of the advertising creative in 
accordance with the advertising budget (i.e. it is inherent the advertiser's credit card is 
charged for the appropriate amount) (col. 5 lines 54-64 and Figure 3). 

13. In reference to claims 12 and 25, Wagner teaches a method and system, 
wherein the item description comprises at least one of text, an image, price, contact 
information, and payment information (col. 5 lines 54 to col. 6 lines 56 and Figure 3). 

14. In reference to claims 13 and 26, these dependent claims are further limiting the 
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alternative limitation of stored data comprising at least one of persistently-stored data 
and a hyperlinked Web page, and since this alternative limitation stored data was not 
selected from the independent claims 1 and 14, the prior art still teaches the alternative 
limitation which was selected in claims 1 and .14 regarding creating an advertisement 
from at least on of user inputs, and therefore claims 13 and 26 do not need to be 
addressed as they pertain to the unselected alternative limitations of the independent 
claims. 

15. Claims 2-5, 11,15-18, and 24, are rejected under U.S.C. 103(a) as being 
unpatentable over Wagner in view of Yahoo and further in view of Radwin (Patent 
Number 7,007,074 hereinafter Radwin). 

In reference to claims 2 and 15, Wagner teaches a method and system further 
comprising: an indexer to identify one or more advertisements relevant to a query, 
wherein the identified advertisements describe characteristics relevant to at least one 
item (col. 8 lines 37 to lines 56 and Figures 8 and 9); and a targeting component to 
provide the advertising creative associated with at least one such advertisement as 
Web-based content (col. 8 lines 37 to lines 56 and Figures 8 and 9). 

Wagner doesn't specifically teach a scorer to score the advertisements based on 
match between the query and the characteristics of the identified advertisements. 
Radwin teaches a scorer to score the advertisements based on match between the 
query and the characteristics of the identified advertisements (col. 7 lines 41 to col. 8 
lines 24, col. 8 lines 40-59, col. 9 lines 4-39, col. 14 lines 20-29, and Figure 5). It would 
have been obvious to a person of ordinary skill in the art at the time of the applicant's 
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invention to modify Wagner to include a scorer to score the advertisements based on 
match between the query and the characteristics of the identified advertisements to 
enable the presentation of most relevant advertising to the user first followed by the 
least relevant information and to save the user time. 

16. In reference to claims 3 and 16, Wagner does not specifically teaches a method 
and system, wherein a numerical score is assigned to the identified advertisements 
based on a degree of the match, and at least some of the identified advertisements are 
ranked by the numerical score. Radwin teaches a system, wherein a numerical score is 
assigned to the identified advertisements based on a degree of the match (col. 7 lines 
41 to col. 8 lines 24, col. 8 lines 40-59, col. 9 lines 4-39, col. 14 lines 20-29, and Figure 
5), and at least some of the identified advertisements are ranked by the numerical score 
(col. 7 lines 41 to col. 8 lines 24, col. 8 lines 40-59, col. 9 lines 4-39, col. 14 lines 20-29, 
and Figure 5). It would have been obvious to a person of ordinary skill in the art at the 
time of the applicant's invention to modify Wagner to assign a numerical score to the 
identified advertisements based on a degree of the match, and to rank some identified 
advertisements by the numerical score to enable the presentation of most relevant 
advertising to the user first followed by the least relevant information and to save the 
user time. 

17. In reference to claims 4 and 17, Wagner does not teach a method and system 
further comprising: providing at least some of the advertisements as the Web-based 
content in response to selection of the hyperlink reference of the associated advertising 
creative. Yahoo teaches providing at least some of the advertisements as the Web- 
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based content in response to selection of the hyperlink reference of the associated 
advertising creative, since it is inherent when a user clicks on the hyperlink for an 
advertisement, detailed information regarding the advertisement is presented to the 
user on the web (page 1 see the section titled featured listings). It would have been 
obvious to a person of ordinary skill in the art at the time of the applicant's invention to 
modify Wagner to include a selectable hyperlink reference to the advertisement to 
enable the presentation of detailed advertisement information for a product on the page 
directed to by the hyperlink. 

18. In reference to claims 5 and 18, Wagner teaches the method and system further 
comprising: targeting the advertising creative by associating one or more query terms 
with the item description (i.e. associating ad with car model type) (col. 8 lines37-56 and 
Figures 8 and 9). 

19. In reference to claims 11 and 24, Wagner teaches providing an advertising 
budget (col. 6 lines 38 to col. 7 lines 9, col. 7 lines 66 to col. 8 lines 18, and Figures 3- 
5). Wagner does not specifically teach the advertising budget based on at least one of 
per impression of the formatted advertisement, per click of the formatted advertisement 
and by a conversion of the at least one item. Radwin teaches providing an advertising 
budget for a cost per impression basis (i.e. per 1 ,000 matches or views) (col. 1 lines 1 9- 
38). It would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Wagner to include the advertising budget based on at 
least one of per impression of the formatted advertisement to enable the presentation of 
advertisement based on a per impression basis instead of just based on the amount of 
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time or the type of device on which the advertisement will be displayed, and to therefore 
offer the advertiser an even more customized forum for advertising. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Namrata (Pinky) Boveja whose telephone number is 
571-272-8105. The examiner can normally be reached on Mon-Fri, 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
Examiner's supervisor, Eric Stamber can be reached on 571-272-6724. The FAX 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 1866-217-9197 (toll-free). 
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